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Office Action Summary 



Application No. 

09/914,156 



Examiner 

Colleen P Cooke 



Applicant(s) 

BACKER ET AL. 



Art Unit 

1725 



-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address -- 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of lime may be available under the provisions of 37 CFR 1 1 36{a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication 

- If the period for reply specified above ts less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication 

- Failure to reply withsn the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33) 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 704(b) 

Status 

1 )Kl Responsive to communication(s) filed on 12 December 2001 . 
2a)CH This action is FINAL. 2b)E This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
Disposition of Claims 

4) [x] Claim(s) 1-25 is/are pending in the application. 

4a) Of the above claim{s) 1-17,24 and 25 is/are withdrawn from consideration. 

5) n Claim{s) is/are allowed. 

6) Kl Claim(s) 18-23 is/are rejected. 

7) [I] Claim(s) is/are objected to. 

8) [X] Claim(s) 1-25 are subject to restriction and/or election requirement. 
Application Papers 

9) D The specification is objected to by the Examiner. 

10) 13 The drawing(s) filed on 12 December 2001 is/are: a)D accepted or b)E3 objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

1 1) D The proposed drawing correction filed on is: a)Q approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 
J \2)\Zl The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

1 3) [X] Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

a)[x] All b)D Some * c)Q None of: 

1 .□ Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 

3.S Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

1 5) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 1 20 and/or 121. 

Attachments) 

1 ) [X] Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

2) □ Notice of Draftsperson s Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-152) 

3) E3 Information Disclosure Statement(s) {PTO-1449) Paper No(s) 7. 6) D Other: 
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Election/Restriction s 



Restriction is required under 35 U.S.C. 121 and 372. 

This application contains the following inventions or groups of inventions which are not 
so linked as to form a single general inventive concept under PCX Rule 13.1. 

In accordance with 37 CFR 1.499, applicant is required, in reply to this action, to elect a 
single invention to which the claims must be restricted. 

Group I, claim(s) 1-17, drawn to a process of making, classified in class 505, subclass 212. 

Group II, claim(s) 18-23, drawn to a product, classified in class 428, subclass 702. 

Group III, claim(s) 24-25, drawn to the process of using, classified in class 505, subclass 21 1. 

The inventions listed as Groups I-III do not relate to a single general inventive concept under 
PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or corresponding special 
technical features for the following reasons: Group II requires a certain magnetic property of the 
product which is not required by groups I or III. 

During a telephone conversation with David Cushing on 10/29/02 a provisional election was 
made with traverse to prosecute the invention of Group II, claims 1 8-23. Affirmation of this 
election must be made by applicant in replying to this Office action. Claims 1-17 and 24-25 are 
withdrawn from further consideration by the examiner, 37 CFR 1 .142(b), as being drawn to a 
non-elected invention. 

Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1 .48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 
application. Any amendment of inventorship must be accompanied by a request under 37 CFR 
1 .48(b) and by the fee required under 37 CFR 1 . 1 7(i). 





Application/Control Number: 09/914,156 
Art Unit: 1725 



Page 3 



Drawings 



The drawings are objected to because they contain labeling which is not in English. A 
proposed drawing correction or corrected drawings are required in reply to the Office action to 
avoid abandonment of the application. The objection to the drawings will not be held in 
abeyance. 



The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 18-23 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

A broad range or limitation together with a narrow range or limitation that falls within the 
broad range or limitation (in the same claim) is considered indefinite, since the resulting claim 
does not clearly set forth the metes and bounds of the patent protection desired. Note the 
explanation given by the Board of Patent Appeals and Interferences in Ex parte Wu, 10 
USPQ2d 2031, 2033 (Bd. Pat. App. & Inter. 1989), as to where broad language is followed by 
"such as" and then narrow language. The Board stated that this can render a claim indefinite by 
raising a question or doubt as to whether the feature introduced by such language is (a) merely 
exemplary of the remainder of the claim, and therefore not required, or (b) a required feature of 
the claims. Note also, for example, the decisions of Ex parte Steigewald, 131 USPQ 74 (Bd. 
App. 1961); Ex parte Hall, 83 USPQ 38 (Bd. App. 1948); and Ex parte Hasche, 86 USPQ 481 



Claim Rejections - 35 USC §112 
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(Bd. App. 1949). In the present instance, each of claims 18 and 21-23 state broad range or 
limitation together with a narrow range or limitation that falls within the broad range or 
limitation. For instance, claim 1 8 recites the broad recitation of a maximum remanent induction 
of "at least 1 100 mT\ and the claim also recites "preferably of at least 1200 mT" and "even 
more particularly preferred of at least 1300 mT v and also "above all of more than 1400 mT' 1 
which are several narrower statements of the range/limitation. Claims 21-23 have similarly 
claimed ranges. The claims must be corrected to include one and only one claimed range. 

Claim 19 recites the limitation "the plate" in line 5. There is insufficient antecedent basis 
for this limitation in the claim. If this is meant to refer to the disc of line 3, either term may be 
used so long as it is consistent. In addition, claim 19 is generally unclear as to which limitations 
are required in which combination to satisfy the claim. This is due to the use of several 
limitations joined by "or'\ The claim reads essentially as requiring A or B, C, D, or E "consting 
substantially of one or more segments is substantially in line with" F/G, or H, or I. It is not 
immediately clear which combinations of A though I are defined by the claim. 

Claims 18 and 20 are unclear because of the use of "(Y/Rare Earth)" in both claims and 
u or/and" in line 3 of claim 20. Currently claim 18 is unclear as to whether both Y AND a rare 
earth selected from Y, La, Ce. . .or just Y will meet the claim requirements. This is further 
complicated in claim 20 which states that "Y or/and Rare Earth may be in excess" because this 
does not clarify whether both must be present and whether both must be in excess. Clarification 
is required. 
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Allowable Subject Matter 



Claim 18 would be allowable if rewritten or amended to overcome the rejection(s) under 
35 U.S.C. 1 12, second paragraph, set forth in this Office action. 

The following is a statement of reasons for the indication of allowable subject matter: 
The prior art of record does not teach or suggest a (Y, RE)BCO superconducting material where 
RE is selected from the group consisting of La, Ce, Pr, Nd, Eu, Gd, Tb, Dy, Ho, Er, Tm, Yb, and 
Lu, which has a maximum remnant induction at 77K and 0 T of at least 1 100 raT. 



Any inquiry concerning this or earlier communications from the examiner should be 
directed to Colleen Cooke, whose telephone number is 703-305-1 136. She can normally be 
reached Monday-Thursday from 7: 15-5 :45pm. 

If attempts to reach the examiner by telephone are unsuccessful, her supervisor, Thomas 
Dunn, can be reached at 703-308-33 18. The official fax number for the organization where this 
application or proceeding is assigned is 703-305-6078. The unofficial fax number for this 
examiner is 703-746-3048. 

Any inquiry of a general nature relating to the status of this application or proceeding 
should be directed to the receptionist, whose telephone number is 703-308-0661 . 



Conclusion 



CPC 11/12/2002 




